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A career as a patent attorney

H ave you ever heard of a patent attorney? I hadn’t when
I was doing my A-levels. I only came across the profes-
sion when I was nearing the completion of my PhD and
wondering where life would take me next. I had decided
that I did not want to remain a ‘bench” scientist but was
determined to follow a career that used the knowledge of
the biological sciences that I had gathered over my years
at university. I realised that a career as a patent attorney
appeared to be a way of discarding the laboratory coat
while still being involved in cutting-edge biology. Read on
if such a career path is of interest to you!

What is a patent attorney?

A patent attorney advises clients about intellectual
property (IP) law. IP laws exist to allow innovative people
and companies to exploit their developments free from
competition. It gives them an opportunity to enjoy market
exclusivity for a period of time. IP rights can cover many
different forms of innovation including artistic works,
designs, brands, products and manufacturing processes.
Protection may take the form of a patent, trademark, regis-
tered design or copyright.

Technical innovation is primarily protected by patents.
As far as the biological sciences are concerned, there are
many technical innovations that need patent protection.
These include new medicines, diagnostic tests, medical
devices and even genetically manipulated organisms. You
may be aware that many pharmaceutical companies make
millions of pounds in profits from the drugs they develop.
They are able to do this because they obtain patent protec-
tion for their new drugs and use those patents to prevent
competitors from taking advantage of their investment in
research and development.

Patents are powerful commercial and legal tools. The
laws governing the granting of patent rights therefore
need to set a reasonable balance between rewarding the

BOX 1 Attributes looked for in

candidate patent attorneys
e First and foremost, an interest in technology and an
ability to understand leading-edge science.

® An interest in language and an ability to communicate
(both orally and in writing) complex science and law.

® An interest in the business world. Patents are commer-
cial tools and you need to know how to use IP to benefit
a business.
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innovator on one hand and not being too restrictive for
the rest of society on the other. This ‘balancing act’ results
in some rather complex legislation that defines procedures
that an applicant for a patent must follow. A part of a patent
attorney’s job is to help innovators deal with these legal
procedures when appearing before the national authorities
that control the granting of patents.

A patent attorney also provides opinions about whether
or not an activity would infringe rights conferred by a
patent, advises on the validity of patent rights, recommends
IP strategy to companies, and can even act for clients in
court cases.

Are you the right sort of person?

A patent attorney must be able to understand and describe
the science behind the technology covered by a patent
application. He/she must also be able to write about the
technology in sophisticated legal language such that ulti-
mately a judge is able to determine the extent of the
monopoly that has been granted to the patent holder. It will
be apparent from the above that a patent attorney needs to
be a hybrid between a scientist and a lawyer.

So what sort of person is this hybrid scientist-lawyer?
Box 1 highlights some of the attributes that candidates who
wish to train to be patent attorneys must have. It defines
quite a rare person. You might think that a budding patent
attorney should study science, English and business studies,
but most patent attorneys studied only science subjects at
A-level. A patent attorney, even if he/she specialises in
biological inventions, will also need a good understanding
of chemistry and physics.

However, it will be necessary to develop language and
business skills as you train to qualify as an attorney. The
patent profession may not be for you if your overriding
passion is for pure science and you haven’t thought of
applying your mind to legal issues or business solutions.

The career path
A trainee patent attorney needs at least a first degree in a
science subject and will often have a higher degree. You
therefore enter the profession primarily as a scientist.
However, you are given legal training on

the job and must sit a number of legal K::t:,vgds
examinations to qualify as an attorney vottiats
(see Box 2 on p. 32 for career progres- Law

sion). Therefore, by the time a person
qualifies as a patent attorney, he/she is in
the process of changing from a scientist
into a lawyer. As the years go by the

Legal career

Intellectual property

Commercialisation
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proportion of time spent on lawyer-like activities

increases, although most of us like to think we
remain at least 50% scientists!

Science A-levels (or at least a combination

of A-levels that will allow you to do a BSc at
university)
34 years

University

One of the biggest challenges faced by a person
wanting to be a patent attorney is finding a training

3 years or

A science degree (BSc)
more

University/

position. The profession is relatively small and there

A higher degree (e.g. PhD) and or industrial
industry

experience. It is possible to enter the profes-
sion straight after a BSc although most

trainees pursue a higher degree and/or gain

industrial experience
3-6 years

Vocational Training begins when you start the job. You

trainingasa  will need to sit qualifying examinations to

trainee patent become a chartered patent attorney and

attorney European patent attorney (while working in

an industrial department or private practice)

Continuing An attorney is required to keep up to date
professional  with practice developments throughout his/
development

The rest of
your career

her career
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are only a few training positions available every
year. Those who are lucky enough to secure a job
as a new recruit will then face 4-5 years of training.
To begin with, you will act as a technical assistant
— the title given to many trainees. You will assist
qualified attorneys by helping them understand
the technology in question. However, as time
progresses, a trainee will gain more experience in
IP law and will be able to help more with important
patent issues such as drafting patent specifica-
tions, preparing legal documentation and helping
to prepare legal advice. Trainee patent attorneys
sit a series of challenging examinations and, once
they have been successtully passed, will quality as

a chartered patent attorney and a European patent
attorney.

Patent attorneys may work in an industrial IP

department or in private practice. Industrial attorneys
mostly work for big companies such as GlaxoSmith-
Kline or AstraZeneca that can support an in-house
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Patent attorneys in private practice act for clients who
wish to rely on their expertise. In the bioscience area
such clients can include individuals but are more
often academic institutions, small-medium size
biotechnology companies and big businesses. The
large pharmaceutical companies may use private
practice firms in addition to their own in-house
departments. Attorneys in private practice charge
fees for the advice and assistance they offer their
clients in much the same way as solicitors or
¢ a

ccountants.

Pros and cons

Many trainees are aged 30 or older by the time
they are qualified to practise. The exams are
pretty tough and most people need to re-sit
several of them. Many a high-flyer goes
through school, sixth form and university
without failing an examination and it is quite
a rude awakening when they face, and fail,

the patent qualifying examinations. It is
therefore no easy option. However, there
is some truth in the saying ‘no pain no
gain’. Life as a qualified patent attorney
can be very exciting and rewarding. This
is because you can be involved in making
decisions about the things that really
matter to a business.

IP is often the life-blood of many tech-
nology companies and the advice you

BIOLOGICAL SCIENCES REVIEW
T TR 3T T oo e | T e e e S e e R S o




image3.jpeg
give can have dramatic impact on the success and direction
of such businesses. For instance, a company may want to
build a factory to manufacture a possible ‘blockbuster’ drug
that is being developed by in-house scientists. The drug may
have a potential market value in the hundreds of millions
of pounds a year. As a patent attorney you may be asked
whether or not the company is free to proceed. Could the
company’s proposals infringe a competitor’s patent? Will
the company be able to patent-protect their proposed drug?
Getting the answers to these questions right can be stim-
ulating and challenging. This excitement is, of course, a
double-edged sword because the job can at times be very
stressful — nobody wants to give the wrong answer when
millions of pounds expenditure may rely on it.

You should only contemplate being a patent attorney if
you find the sort of pressure discussed above stimulating
rather than intimidating. Those people who are able to
overcome the challenge of the demanding examinations to
qualify as a patent attorney and then build a good reputa-
tion in the business community are often in high demand
for their professional advice and are well rewarded for their
expertise. Many experienced patent attorneys are in such
demand that they can earn more than a £100000 a year.

Day-to-day life

Patent attorneys spend most of their life in an office envi-
ronment. A significant amount of time is spent preparing
reports and patent specifications or reviewing legal and
scientific documents. A lot of time is spent in meetings or
on the phone making recommendations. Patent attorneys
often have to communicate with companies and lawyers in
other countries and some attorneys find they spend a lot of
time travelling around the industrialised world acting on
behalf of their employer or client.

It is hard to describe a typical day because every one
is different. You may spend a morning visiting a research
centre to discuss the latest breakthrough. The researchers
will describe the science to you and you will help them
decide whether or not it is worth trying to protect it by filing
a patent application. For instance, this research could be
based on the discovery that a new class of binding molecules
can block a cell-surface receptor associated with the devel-
opment of cancer. The researchers may have found that
these molecules inhibit the growth of cancer cells in culture,
so they could be usetul for preventing cancer growth in
animals and humans. You may be asked to prepare and file
a patent application with the aim of protecting the use of
these new molecules to treat cancer.

Your afternoon may be spent reviewing scientific papers
describing genetic constructs that have been designed to
permit a human growth factor to be expressed from bacterial
cells. You may be reading these papers to assess whether or
not they represent a prior disclosure of constructs that are
protected by a patent that has been asserted against one of
your clients. The patent holder may be attempting to sue
your client and it is your job to find a legal basis for invali-
dating the patent. A prior disclosure may mean the patent is
invalid because the genetic constructs were already known
before a patent application was filed to protect them. The
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Gene patenting is controversial. ‘Allowing patents on genetic material imposes real

and severe limits on scientific research’ says Chris Hansen of the American Civil
Liberties Union. What do you think? See also ‘Beginners guide to gene patents’ at

www.guardian.co.uk/science/2000/nov/15/genetics.theissuesexplained

patent system does not allow you to ‘re-invent the wheel’!
Later in the afternoon you may dictate letters, reporting
progress of patent applications to other clients. Finally,
just before you leave the office for the evening, you may
photocopy the latest patent case law to read on the train
home.

When you are lucky, it can be a nine-to-five job.
However, sometimes the pressure of work and immovable
deadlines mean that most patent attorneys, at least occa-
sionally, find themselves working late into the evenings or
at weekends.

In summary you should consider being a patent attorney
if you are interested in helping industry translate new inno-
vations in the biological sciences into commercial products.
Life as a patent attorney is intellectually stimulating and it
can be very rewarding when you know that your input has
helped a business enterprise succeed.

Paul Banford has a BSc in biochemistry and a PhD from the
University of Manchester. He is now a partner in Marks & Clerk
LLP (www.marks-clerk.com). Paul advises universities and the
bioscience industry in connection with the protection of inven-
tions in the biological sciences.
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